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STANDARD EXCLUSIVE LICENSE AGREEMENT
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Section 15. - United States Government Interests


This Agreement is between the Regents of the University of Idaho through the Office of Technology Transfer (hereinafter “UNIVERSITY”), a public corporation, state educational institution, and a body politic and corporate organized and existing under the Constitution and laws of the state of Idaho having an office at P. O. Box 443003, Morrill Hall 414, Moscow, ID 83844-3003 USA and << Company>> (hereinafter “Licensee”), a corporation organized and existing under the laws of <<state>> and having a principal office at <<address>>.

WHEREAS, UNIVERSITY owns inventions that are described in the “Technology” defined below; and


WHEREAS, Licensee is desirous of obtaining exclusive rights to the Technology; and


WHEREAS, UNIVERSITY is willing to grant an exclusive license to Licensee for the Technology; and

WHEREAS, Technology was developed in part with funding from the United States Department of <<Agency>> and as a consequence this License Agreement is subject to overriding obligations to the Federal Government as set forth in 35 U.S.C. 202-212, and to applicable governmental implementing regulations.


NOW, THEREFORE, in consideration of the mutual covenants and agreements set forth below, the parties covenant and agree as follows:

Section 1.
Definitions.

1.1
“Technology” shall refer to the invention described in the Patent Cooperation Treaty (PCT)/US utility/other application <<number and filing date>>
1.2
“Licensed Products” shall mean any products or services that incorporate the Technology or utilized Technology in its manufacture, use, or sale as limited by the “Field of Use”, defined below.
1.3
“Field of Use” shall be defined as <<description>>.
1.4
“Net Sales” is defined at the amount billed for Licensed Products less: 1) Normal and customary discounts, returns and credits, and 2) Excise, sales and use taxes and delivery charges billed to the customer.
1.5
“Territory” shall be <<worldwide, US only, other>>.
1.6
“Effective Date” shall be the date of the last signature on this Agreement.
1.7
"Sublicense" means any exchange for value, any transfer of rights to Licensed Patents for any consideration, including but not limited to cash, promissory notes, equity, upfront payments, milestone payments, royalties, manufacturing contracts, distribution contracts, sponsored research contracts, any collaborative arrangements,  partnerships, or joint ventures, received or entered into by LICENSEE with respect to any transfer of any right, whether present , future or contingent, to make, manufacture, use, practice, distribute, or otherwise sell any aspect of the Technology or Licensed Products and/or Licensed Processes to any third party (hereinafter SUBLICENSEE).

1.8
“Affiliate” means any corporation or other business entity controlled by or in common control of the Licensee.  “Control” as used herein shall mean the ownership directly or indirectly of at least fifty percent (50%), or the maximum interest permitted by local law, of the voting stock of a corporation; or a fifty percent (50%) or greater interest in the income of such corporation or other business entity; or the ability otherwise of the Licensee to secure that the affairs of such corporation or other business entity are managed in accordance with its wishes.
Section 2.
Grant.

2.1
License

2.1.1
UNIVERSITY hereby grants to Licensee an exclusive license, limited to the Field of Use and Territory, to make, use and sell Licensed Products from the Technology.  


2.1.2
UNIVERSITY reserves to itself, the right use the Technology for instructional and research purposes, including research for any sponsors.  For the sake of clarity and avoidance of doubt, under no circumstances shall the instructional and research purposes reserved hereunder be interpreted or construed in such as manner as to allow the UNIVERSITY or any of its research sponsors the right to use the Technology for commercial purposes in the Field of Use. 

2.2
Sublicense



2.2.1
UNIVERSITY hereby grants to Licensee the right to grant Sublicenses subject to the provisions of this Agreement and to the prior submission to and approval by UNIVERSITY of the proposed sublicense, which approval shall not be unreasonably withheld. To the extent applicable, such sublicenses shall include all of the rights of and obligations due to UNIVERSITY that are contained in this Agreement. Licensee shall provide UNIVERSITY with a copy of all executed Sublicense agreements within thirty (30) days of signing.


2.2.2
Upon termination of Licensee’s rights under this Agreement pursuant to Section 7.0 of this Agreement, all SUBLICENSEEs current in their obligations to UNIVERSITY shall be, without recourse or representation, assigned to UNIVERSITY and be continued by UNIVERSITY pursuant to terms thereof so long as such SUBLICENSEE performs all of its obligations thereunder.
Section 3.
Consideration.
3.1
Development and Diligence
Licensee, upon execution of this Agreement, shall proceed in its usual commercial manner with the development, manufacture and sale of Licensed Products and shall earnestly and diligently endeavor to market the same within a reasonable time after execution of this Agreement and in quantities sufficient to meet the market demands.  For purposes of this agreement, market demand shall be the total demand, verifiable by reasonable and customary business practices, for Licensed Products in the Territory.
<<Diligence milestones>> 

3.2
Royalty by Licensee
Licensee agrees to pay to UNIVERSITY royalties for Licensed Products sold calculated as <<description>>. 
3.3
Accounting Payments by Licensee
3.3.1

Amounts owing to UNIVERSITY under Section 3.2 shall be paid on an annual basis with such amounts due and received by UNIVERSITY on or before the sixtieth day following the end of the calendar year ending on December 31 in which such amounts were earned.  The balance of any amounts that remain unpaid more than thirty (30) days after they are due to UNIVERSITY shall accrue interest until paid at the rate of the lesser of one and one-half percent (1.5%) per month or the maximum amount allowed under applicable law.  However, in no event shall this interest provision be construed as a grant of permission for any payment delays.
3.3.2

Except as otherwise directed, all amounts owing to UNIVERSITY under this Agreement shall be paid in U.S. dollars to UNIVERSITY at the address provided in Section 13.1.  All royalties owing with respect to Licensed Products in currencies other than U.S. dollars shall be converted at the rate shown in the Federal Reserve Noon Valuation - Value of Foreign Currencies on the day preceding the date of payment or the date payment is due, whichever occurs first.
3.3.3

A full accounting showing how any amounts payable to UNIVERSITY under Section 3.2 have been calculated shall be submitted to UNIVERSITY on the date of each such payment. In the event no payment is owed to UNIVERSITY, an accounting demonstrating that fact shall be supplied to UNIVERSITY.
3.3.4

UNIVERSITY is exempt from paying income taxes under U.S. law. Therefore, all payments due under this Agreement shall be made by Licensee without deduction for taxes, assessments, or other charges of any kind that may be imposed on UNIVERSITY by any government outside of the United States or any political subdivision of such government with respect to any amounts payable to UNIVERSITY pursuant to this Agreement.  All such taxes, assessments, or other charges shall be assumed by Licensee.

Section 4.
Certain Warranties.
4.1
UNIVERSITY warrants that, except as otherwise provided under Section 15 of this Agreement with respect to U.S. Government interests, it is the owner of the Technology or otherwise has the right to grant the licenses granted to Licensee in this Agreement.  However, nothing in this Agreement shall be construed as:

4.1.1.
a warranty or representation by UNIVERSITY as to the validity or scope of any patent right included in the Technology;

4.1.2.
a warranty or representation that anything made, used, sold or otherwise disposed of under the license granted in this Agreement will or will not infringe patents of third parties;

4.1.3.
an obligation to bring or prosecute actions or suits against third parties for infringement of Technology;

4.1.4.
an obligation to furnish any know-how not provided in Technology or any services other than those specified in this Agreement; or

4.1.5.
a warranty or representation by UNIVERSITY that it will not grant licenses to others to make, use or sell products not covered by the claims of the Technology that may be similar and/or compete with products made or sold by Licensee.

4.2
UNIVERSITY MAKES NO REPRESENTATIONS, EXTENDS NO WARRANTIES OF ANY KIND, EITHER EXPRESS OR IMPLIED, INCLUDING BUT NOT LIMITED TO WARRANTIES OF MERCHANTABILITY, FITNESS FOR A PARTICULAR PURPOSE, AND VALIDITY OF PATENT RIGHTS CLAIMS, ISSUED OR PENDING.  UNIVERSITY ADDITIONALLY DISCLAIMS ALL OBLIGATIONS AND LIABILITIES ON THE PART OF UNIVERSITY FOR DAMAGES, INCLUDING, BUT NOT LIMITED TO, DIRECT, INDIRECT, SPECIAL AND CONSEQUENTIAL DAMAGES, ATTORNEYS’ AND EXPERTS’ FEES AND COURT COSTS (EVEN IF UNIVERSITY HAS BEEN ADVISED OF THE POSSIBLITIY OF SUCH DAMAGES, FEES OR COSTS), ARISING OUT OF OR IN CONNECTION WITH THE MANUFACTURE, USE OR SALE OF THE LICENSED PRODUCT(S), SERVICE(S) AND PROCESSES LCIENSED UNDER THIS AGREEMENT.  LICENSEE ASSUMES ALL RESPONSIBILITY AND LIABILITY FOR LOSS OR DAMAGE CAUSED BY THE USE, SALE, OR OTHER DISPOSITION BY LICENSEE OF LICENSED PRODUCTS INCORPORATING OR MADE BY USE OF TECHNOLOGY LICENSED UNDER THIS AGREEMENT.  
Section 5.
Record Keeping.
5.1
Licensee shall keep books and records sufficient to verify the accuracy and completeness of Licensee’s accounting referred to above, including without limitation inventory, purchase and invoice records, manufacturing records, sales analysis, general ledgers, financial statements, and tax returns relating to the Licensed Products.  Such books and records shall be preserved for a period not less than six years after they are created, both during and after the term of this Agreement.

5.2
Licensee shall take all steps necessary so that UNIVERSITY may, within thirty (30) days of its request review and copy all of the books and records at Licensee’s facility to verify the accuracy of Licensee’s accounting.  Such review may be performed by any authorized employee of UNIVERSITY as well as by any attorney or registered CPA designated by UNIVERSITY, upon reasonable notice and during regular business hours.
5.3
If a royalty payment deficiency is determined, Licensee shall pay the royalty deficiency outstanding within thirty (30) days of receiving written notice thereof, plus interest on outstanding amounts as described in Section 3.3.
Section 6.
Patent Prosecution.
6.1
UNIVERSITY shall diligently prosecute and maintain the patents identified in section 1.1 using counsel of its choice.  UNIVERSITY shall provide Licensee with copies of relevant documentation so that Licensee may be informed and apprised of the continuing prosecution of patents, and Licensee agrees to keep such information confidential.

6.2
Licensee shall be responsible for and pay all past and future costs and expenses incurred by UNIVERSITY for the preparation, filing, prosecution, issuance, and maintenance of the patents identified in section 1.1 within thirty (30) days of receipt of an invoice from UNIVERSITY.
Section 7.
Term and Termination.
7.1
The term of this license shall begin on the Effective Date of this Agreement and continue as long as patent protection remains in effect or earlier per this section.

7.2
Licensee may terminate this Agreement at any time by giving at least ninety (90) days written and unambiguous notice of such termination to UNIVERSITY.  Such a notice shall be accompanied by a statement of the reasons for termination.

7.3
If Licensee at any time defaults in the timely payment of any monies due to UNIVERSITY or commits any material breach of any other covenant herein contained, and Licensee fails to remedy any such breach or default within ninety days (90) days, or thirty (30) days in the event of non-payment, after written notice thereof by UNIVERSITY, UNIVERSITY may, at its option, terminate this Agreement by giving thirty (30) days notice of termination to Licensee.

7.4
UNIVERSITY may terminate this Agreement if Licensee has not met the diligence terms established in Section 3.1, or has not used the Technology in commerce during any one (1) year time period in the Field of Use.
7.5
Upon the termination of this Agreement, Licensee shall remain obligated to provide an accounting for and to pay royalties earned up to the date of the termination.

7.6
Upon termination of this Agreement by UNIVERSITY, Licensee shall not enter into any new contracts that rely on Licensed Products nor shall Licensee renew any expired or expiring contracts that rely on Licensed Products.  Licensee shall have the right, upon termination of this Agreement by UNIVERSITY, to fulfill Licensee obligations under its contracts with third parties until the earlier of the termination or expiration of any contract in place on the date of termination, however, the continuation of such contracts by Licensee shall be subject to the terms of this Agreement including, but not limited to, the payment of royalties at the rate and at the time provided herein and the rendering of reports thereon.
7.7
The Agreement will terminate if Licensee becomes bankrupt or insolvent and/or if the business of Licensee is placed in the hands of a receiver, assignee, or trustee, whether by voluntary act of Licensee or otherwise.
Section 8.
Assignability.

This Agreement may not be transferred or assigned by Licensee except with the prior written consent of UNIVERSITY.

Section 9.
Enforcement.
Licensee shall have the first right to protect Technology against infringers or otherwise act to eliminate infringement when, in Licensee’s sole judgment, such action may be reasonably necessary, proper, and justified.  UNIVERSITY may, at its choosing and costs join in infringement actions and share equitably in any recovery of damages.  Should UNIVERSITY choose not to participate in an infringement action, Licensee shall have the right to complete recovery of damages.  If UNIVERSITY chooses not to participate in an infringement action but is joined by either LICENSEE or the party(ies) defending in the infringement action, LICENSEE shall reimburse UNIVERSITY for the legal costs associated with UNIVERSITY involvement in the action. If Licensee determines not to pursue an infringement action; UNIVERSITY may, at it its own cost, pursue such action.  Licensee shall cooperate with any infringement action pursued by UNIVERSITY. UNIVERSITY shall have the right to complete recovery of damages for any infringement action that it pursues solely at its own cost, provided however that UNIVERSITY shall reimburse Licensee for any cost incurred in cooperating with the infringement action.  
Section 10.
Product Liability; Conduct of Business; Insurance.
10.1
Licensee shall, at all times during the term of this Agreement and thereafter, indemnify, defend and hold UNIVERSITY, its governing board, employees, agents, assigns and the inventors of the Licensed Patents harmless against all claims and expenses, including legal expenses and reasonable attorneys fees, arising out of the death of or injury to any person or persons or out of any damage to property and against any other claim, proceeding, demand, expense and liability of any kind whatsoever, including patent infringement claims, resulting from the production, manufacture, sale, use, lease, consumption or advertisement of Licensed Products arising from any right or obligation of Licensee hereunder.  Notwithstanding the above, UNIVERSITY at all times reserves the right to retain counsel of its own to defend UNIVERSITY’s, and the inventor’s interests at the sole expense of UNIVERSITY. This clause shall survive termination of this Agreement.  
10.2
 Licensee is required to carry the types and limits of insurance shown in this insurance clause, and to provide University with a Certificate of Insurance executed by a duly authorized representative of each insurer listed below, showing compliance with the insurance requirements set forth below. If Licensee is self-insured, equivalent coverage shall be maintained and evidence of equivalent coverage shall be provided. Certificates shall be provided (30) thirty days after the effective date of this Agreement. 

All insurers shall have a Best’s rating of AV or better, or its equivalent, and be licensed and admitted in Idaho. All required policies shall be written as primary policies of Licensee and not contributing to nor in excess of any coverage UNIVERSITY may choose to maintain.


Additionally and at its option, UNIVERSITY may request certified copies of required policies and endorsements. Such copies shall be provided within (10) ten days of the UNIVERSITY’s request.


All certificates shall contain cancellation notice clauses that provide for thirty (30) days’ written notice to University prior to cancellation or material change of any insurance referred to therein.  All policies described below except Workers Compensation shall name State of Idaho and the Regents of the University of Idaho as an additional insured. Certificates shall be mailed to: P.O. Box 443162, Moscow, ID  83844-3162, Attn: Risk Management.  All policies shall contain waiver of subrogation coverage or endorsements.


Failure of UNIVERSITY to demand such certificate or other evidence of full compliance with these insurance requirements or failure of UNIVERSITY to identify a deficiency from evidence that is provided shall not be construed as a waiver of Licensee’s obligation to maintain such insurance.  Failure to maintain the required insurance may result in termination of this Agreement at UNIVERSITY’s option.


No Representation of Coverage Adequacy.  By requiring insurance herein, UNIVERSITY does not represent that coverage and limits will necessarily be adequate to protect Licensee, and such coverage and limits shall not be deemed as a limitation on Licensee’s liability under the indemnities granted to UNIVERSITY in this Agreement.

10.3 
Licensee shall obtain insurance of the types and in the amounts described below.


Commercial General and Umbrella Liability Insurance: Licensee shall maintain commercial general liability (CGL) and, if necessary, commercial umbrella insurance with a limit of not less than $1,000,000 each occurrence and in the aggregate. CGL insurance shall be written on standard ISO occurrence form (or a substitute form providing equivalent coverage) and shall cover liability arising from premises, operations, independent contractors, products-completed operations, personal injury and advertising injury, and liability assumed under an insured contract including the tort liability of another assumed in a business contract.  

Personal property: Licensee shall purchase insurance to cover Licensee's personal property.  In no event shall University be liable for any damage to or loss of personal property sustained by Licensee, whether or not insured, even if such loss is caused by the negligence of University, its employees, officers or agents.


Workers’ Compensation: Where required by law, Licensee shall maintain all statutorily required coverages including Employer’s Liability. 

Section 11.
Use of Names.
11.1
Licensee shall not use UNIVERSITY’s name, trademarks, logos, brands and other forms of intellectual property, or the name of any University of Idaho inventor of Technology governed by this Agreement, in any sales promotion, advertising, or any other form of publicity without the prior written approval of UNIVERSITY.

11.2
UNIVERSITY shall not use the Licensee’s names, trademarks, logos, brands and other forms of intellectual property  in any promotional or publicity activities for the UNIVERSITY without the prior written approval of the Licensee.

Section 12.
Miscellaneous.
12.1
This Agreement shall be construed in accordance with and governed by the laws of the State of Idaho.  If any provisions of this Agreement are or shall come into conflict with the laws or regulations of any jurisdiction or any governmental entity having jurisdiction over the parties or this Agreement, those provisions shall be deemed automatically deleted, if such deletion is allowed by relevant law, and the remaining terms and conditions of this Agreement shall remain in full force and effect.  If such a deletion is not so allowed or if such a deletion leaves terms thereby made clearly illogical or inappropriate in effect, the parties agree to substitute new terms as similar in effect to the present terms of this Agreement as may be allowed under the applicable laws and regulations.  The parties hereto are independent contractors and not joint venturers or partners.

12.2
Licensee shall insure that it applies patent markings that meet all requirements of U.S. law, 35 U.S.C. §287, with respect to all Licensed Products subject to this Agreement.

12.3
This Agreement constitutes the full understanding between the parties with reference to the subject matter hereof, and no statements or agreements by or between the parties made prior to or at the signing hereof, whether orally or in writing, shall vary or modify the written terms of this Agreement.  Neither party shall claim any amendment, modification, or release from any provisions of this Agreement by mutual agreement, acknowledgment, or otherwise, unless such mutual agreement is in writing, signed by the other party, and specifically states that it is an amendment to this Agreement.

12.4
In the event Licensee contests the validity of the Technology, Licensee shall continue to pay royalties with respect to that patent as if such contest were not underway until the patent is adjudicated invalid or unenforceable by a court of last resort.
12.5
Licensee shall not encumber or otherwise grant a security interest in any of the rights granted hereunder to any third party.
12.6
Licensee shall not be liable for any expense, losses or damage resulting from delay or the prevention of performance  caused by labor shortages, reasonable inability to secure materials or equipment, fuel or other energy shortages, riots, thefts, accidents, transportation delays, acts or failure to act of Government, delay in obtaining licenses, or major equipment breakdown, or any other cause whatsoever, whether similar or dissimilar to those enumerated above, beyond the reasonable control of Licensee.  

Section 13.
Notices.

Any notice required to be given pursuant to the provisions of this Agreement shall be in writing and shall be deemed to have been given at the earlier of the time when actually received as a consequence of any effective method of delivery, including but not limited to hand delivery, transmission by telecopier, addressed to the party for whom intended at the address below or at such changed address as the party shall have specified by written notice, provided that any notice of change of address shall be effective only upon actual receipt.

13.1
University of Idaho


Office of Technology Transfer




Attn: Associate VP for Economic Development




P. O. Box 443003




Morrill Hall 414





Moscow, ID 83844-3003

13.2



<<Company Name>>




Attention: President




<<address>>
Section 14.
Contract Formation and Authority.

UNIVERSITY and Licensee hereby warrant and represent that the persons signing this Agreement have authority to execute this Agreement on behalf of the party for whom they have signed.

Section 15.
United States Government Interests.
It is understood that the United States Government (through any of its agencies or otherwise) has funded research during the course of or under which any of the inventions of the Technology were conceived or made, as defined in the recitals of this Agreement.  The United States Government is entitled, as a right, under the provisions of 35 U.S.C. §202-212 and applicable regulations of Title 37 of the Code of Federal Regulations, to a nonexclusive, nontransferable, irrevocable, paid-up license to practice or have practiced the inventions of such Patent for governmental purposes.  Any license granted to Licensee in this Agreement shall be subject to such right.

IN WITNESS WHEREOF, the parties hereto have duly executed this Agreement on the dates indicated below.

THE REGENTS OF THE UNIVERSITY OF IDAHO
___________________________________  Date: ____________, 2014
Gene Merrell, Ph.D..

Associate VP for Economic Development
<<COMPANY NAME>>
 ___________________________________ Date: ____________, 2014
<<name>>
<<title>>
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